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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 . 1 1 4, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 18, 2006 has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. Claims 1-17, 19-22 and 26 have been canceled without 
prejudice and claim 18 has been amended. 

3. Claims 18, 23-25 and 27 are under examination. 

Response to Arguments 

4. Applicant's amendments and arguments with respect to the 35 USC § 1 12, first 
paragraph regarding lack of enablement of claims 18, 23-25 and 27 as applied to claims 
18-19 and 20-27 in the Office Action mailed June 14, 2006 have been fully considered 
and are persuasive (see pages 4-5, paragraph # 1 of 'Remarks' filed September 18, 
2006). The rejection has been withdrawn. 

5. Applicant's amendments and arguments with respect to the 35 USC § 1 12, first 
paragraph regarding lack of written description of claims 18, 23-25 and 27 as applied to 
claims 18-19 and 20-27 in the Office Action mailed June 14, 2006 have been fully 



Application/Control Number: 10/048,185 Page 3 

Art Unit: 1638 

considered and are persuasive (see pages 5-6, paragraph # 2 of 'Remarks' filed 
September 18, 2006). The rejection has been withdrawn. 

6. Applicant's cancellation of claims 19 and 20 has rendered the 35 USC § 102 
rejection of the Office Action mailed June 14, 2006 (see pages 5-6) moot. The rejection 
has been withdrawn. 

Claim Rejections - 35 USC § 103 

7. Claims 18, 23-25 and 27 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ishida et al (Nature Biotech 14: 745-750, 1996), in view of Does et al 
(Plant Mol. Biol. 17: 151-153, 1991), Hiei et al (Plant J. 6(2): 271-282, 1994), Armstrong 
et al (Theor. Appl. Genet. 84: 755-762, 1992) and Ragot et al (Techniques et utilizations 
des marqueurs moleculaires, pages 45-56, 1994). The rejection is repeated for reasons 
of record as set forth in the previous Office Action mailed June 14, 2006, as applied to 
claims 1 8-27 (see pages 6-8). 

Applicant argues that the pending rejection fails to establish prima facie 
obviousness because all the claim limitations are not taught (see page 7, 3 rd paragraph 
of 'Remarks' filed September 18, 2006). 

This is not persuasive. As stated in the Office Action mailed June 25, 2004, the 
cited references meet all the claim limitations (see page 16, 1 st full paragraph to page 
17, end of last paragraph). 

Applicant argues that none of the cited references, when considered singly or in 
combination, suggest a specific step for the positive identification of a transgenic plant 
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that contains T-DNA integrated only into the genome of the line of interest (see page 8, 
2 nd paragraph of 'Remarks' filed September 18, 2006). 

This is not persuasive. As stated in the Office Action mailed June 25, 2004, Does 
et al teach a method of obtaining T-DNA in the genome of plants to amplify plant 
genomic DNA sequences flanking the known T-DNA sequences (see page 16, 2 nd 
paragraph). In addition, how the selection is performed does not affect the principle 
component of the claimed step, which is selecting for at least one individual which has 
T-DNA integrated into the genome of interest. 

In response to applicant's argument, that the combined cited references teach 
that obtaining an isotransgenic plant merely requires the application of adequate 
selection pressure at each stage of the backcross so that undesired genetic elements 
are crossed out (see page 8, 3 rd paragraph of 'Remarks' filed September 18, 2006), the 
fact that Applicant has recognized another advantage which would flow naturally from 
following the suggestion of the prior art cannot be the basis for patentability when the 
differences would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. 
Pat. App. & Inter. 1985). 

Applicant argues that based on the teachings of Ragot regarding backcrossing, 
the combined cited references demonstrate that the results would not have been 
expected (see page 9, last two paragraphs of 'Remarks' filed September 1 8, 2006). 

This is not persuasive. The Examiner has provided references that provide 
evidence that it would have been obvious to one of ordinary skill in the art to use the 
cited references to make the claimed invention (see pages 15-18 of the Office Action 
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mailed June 25, 2004). In fact, the teachings of Ragot et al are the motivation for one of 
ordinary skill in the art to combine the cited references because Ragot et al teach the 
desirability of isogenic maize lines containing a gene of interest and maintaining the 
genome of an elite agronomic line. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 18, 23-25 and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lundquist et al (U.S. Patent No. 5,508,468, April 16, 1996), in view of 
Chyi etal (Mol. Gen. Genet. 204: 64-69, 1986). 

The claims read on a method for producing an isotransgenic maize line 
comprising transforming cells of a hybrid plant, the parental lines of which are a maize 
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line of interest and a maize line suited for transformation, with a vector comprising a T- 
DNA containing a transgene in order to obtain hybrid primary transformants, wherein 
said maize line suited to transformation is chosen from the group comprising A188 and 
Hi-ll maize lines, selecting for at least one individual among said hybrid primary 
transformants, wherein said selection is performed by isolation and identification of 
genomic sequences of the host adjacent to the T-DNA, using RFLP, backcrossing said 
individuals with said parental maize line of interest and selecting at least one transgenic 
individual obtained from the backcross. 

Lundquist et al teach a method for producing transgenic maize plants wherein 
said method comprises transforming cells of hybrid immature embryos, wherein said 
hybrid is produced by pollination of inbred line A188, a maize line suited for 
transformation, and inbred line B73, a maize line of interest (see column 17, line 49 to 
column 21, line 18 and Table 3). 

Lundquist et al do not teach selection performed by isolation and identification of 
genomic sequences of the host adjacent to the T-DNA using RFLPs, backcrossing 
individuals to parental maize line of interest and selection of one transgenic individual 
obtained from the backcross. 

Chyi et al teach using RFLPs to identify genomic sequences of the host adjacent 
to the T-DNA in tomato and backcrossing individuals to parental lines (see page 65, 1 st 
column, 3 rd paragraph to 2 nd column, end of 1 st full paragraph). One of ordinary skill in 
the art would understand how to select at least one transgenic individual from a 
backcrossing method. 
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It would have been prima facie obvious to one of ordinary skill in the art at the 
time of Applicant's invention to combine the teachings of Lundquist et al with those of 
Chyi et al to produce an isotransgenic maize line. 

One of ordinary skill in the art would have been motivated to combine these 
teachings because Lundquist et al teach "[g]enetic engineering of plants... offers 
considerable promise to modern agriculture and plant breeding" (see column 1, lines 
22-26). 

In addition, one of ordinary skill in the art would have a reasonable expectation of 
success based on the success of Lundquist et al in producing transgenic maize lines 
and the success of Chyi et al in using RFLPs to locate genomic sequences. 

Conclusion 

11. No claims are allowed. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith 0. Robinson, Ph.D. whose telephone number is 
571-272-2918. The examiner can normally be reached on Monday - Friday 7:30 am - 

* 

4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

1 3. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Keith 0. Robinson, Ph.D. 



November 8, 2006 



DAVID H. KRUSE, PH.D. 
PRIMARY EXAMINER 




